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•• The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timety. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 10/27/2003 . 
2a)D This action is FINAL. 2b)C3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Qt/ay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 03 Claim(s) 1,3-5.8 and 11-23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

Claim(s) _^ is/are allowed. 



5) D 

6) S 

8)D 



Claim(s) 1,3-5,8.11-16,19.22 and 23 is/are rejected. 

Claim(s) 17,18,20 and 21 is/are objected to. 

Claim(s) are subject to restriction and/or election requirement. 



Application Papers 

9)D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 



Attachment(s) 

1 ) K Notice of References Cited (PTO-892) 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) [U information Disclosure Statement(s) (PTO-1449) Paper No(s) , 



4) CH Interview Summary (PTO-413) Paper No(s). 

5) CH Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 11-03) 



Office Action Summary 
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DETAILED ACTION 
Response to Arguments 

1 . Applicant had requested me to call him after reviewing the effect of his amendments. I 
called John King at 949-760-0404 on 12/4/2003. He was not available so I left a message with 
the person who answered the phone. He called back on 12/9/2003. 

2. When John King called and I informed him that the amendments overcome the current 
103 rejection. However, the current reference can still be used in another 103 rejection. 

3. Applicant's arguments with respect to claims 1, 3, 4, 5, 8, 11 have been considered but 
are moot in view of the new ground(s) of rejection. 

Response to Amendment 
Claim Objections 

4. Claims 1 and its dependent claims are objected to because of the following informalities: 
Claim 1 has "a modem" in the preamble and then another "a modem" in the fifth line. Then 
claim 1 has "the modem" in lines 8, 9, 14 and 15. It is not clear which modem "the modem" is 
referring to. 

5. Claims 5 and its dependent claims are objected to because of the following informalities: 
Claim 5 has "a modem" in the preamble and then another "a modem" in the third line. Then 
claim 5 has "the modem" in lines 6 and 10. It is not clear which modem "the modem" is 
referring to. 

6. Claims 8, 1 1 and their dependent claims have similar issues. 

7. Appropriate correction is required. 
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Claim Rejections - 35 USC§103 



8. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 1,3,4, 5, 8, 1 1, 12-16, 19, 22-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Carnahan et al. 6,560,557. 

10. As per claim 1, Carnahan teaches a device for testing the operation of a modem in a 
computer, the device comprising: a case (inherent to be within a case to reduce the effect of 
temperature, humidity, liquid spilling and other environmental effects); a first communication 
port (Carnahan fig. 1: 23) attached to the case (Carnahan fig. 1: 23 is attached to case 1 1) and 
configured to be directly coupled to a modem in a computer (Carnahan fig. 1: 22, 23, 24) thereby 
forming a primary communication link r e c e iv e signals from a mod e m in a comput e r ; a second 
communication port (Carnahan fig. 1 : 5) coupled to a signal reporting circuit (Carnahan fig. 1 : 
2B) and configured to be coupled with the computer (Carnahan fig. 1 : 5 configured to be coupled 
to computer 24 via other components) and to bypass the modem (Carnahan fig. 1 : connection 7 
bypasses modem 22) thereby forming a secondary communication link that by passes th e modem 
(Carnahan fig. 1: connection 7 bypasses modem 22) and wherein the signal reporting circuit is 
located within the case (Carnahan fig. 1: 2B is located within case 1 1) and coupled to the first 
communication port (Carnahan fig. 1 : 2B is coupled to 23 via connection 7) and the second 
communication port (Carnahan fig. 1: 2B is coupled to 5), the signal reporting circuit including a 
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microprocessor (Carnahan fig. 1: inherent inside 2B) configured to send a signal to the computer 
via a secondary communication link ( Carnahan fig. 1: 2B sends a signal via 7 and 23 to 24) to 
evaluate t est the transmit capability of the modem in the computer over the primary 
communication link (It is inherent to evaluate the transmit capability based on whether a receiver 
receives the transmitted signal.) 

1 1 . Carnahan does not teac h initiating the transmission of test data from the modem in the 
computer via the primary communication link. 

12. It is common knowledge to have a secondary communication link initiate transmission of 
test data from the primary communication link. 

13. It would have been obvious to one skilled in the art at the time of the invention to modify 
Carnahan to have a secondary communication link to initiate transmission of test data from the 
primary communication link. 

14. One would be motivated to do so since it would be advantages to have backup 
communication routes if a primary communication route fails or is clogged with traffic. 

15. As per claim 3, Carnahan teaches the device of claim 1 wherein the signal reporting 
circuit comprises a microprocessor and an analog to digital converter coupled to the 
microprocessor and the first communication port (Carnahan fig. 1: inherent since 2A shows an 
analog signal and the data has to go to computer, modem, port, etc. which are all digital) 
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16. As per claim 4, Carnahan teaches the device of claim 1 wherein the signal reporting 
circuit comprises a microprocessor and a modem coupled to the microprocessor and the first 
communication port (Carnahan fig. 1: 2B, 5, 22, 23). 

17. As per claim 5, Carnahan teaches a method of testing the operation of a modem in a 
computer using a portable modem testing device, the method comprising: coupling the modem in 
the computer (Carnahan fig. 1: 22, 23, 24) to the portable (not in Carnahan but would be obvious 
- see below) modem testing device (Carnahan fig. 1: 5, 3B, 2A, 4); coupling the computer 
(Carnahan fig. 1: 24) to the portable modem testing device (Carnahan fig. 1: 5, 3B, 2A, 4) via an 
alternate communication link and to bypass the modem (Carnahan fig. 1 : 24 to 23 to 3 A via 6 to 
2 A to 4 bypasses modems 5, 22) ; sending a signal from the portable modem testing device 
(Carnahan fig. 1: 5, 3B, 2A ? 4) to the computer (Carnahan fig. 1: 24) via the alternate 
communication link (Carnahan fig. 1 : 24 to 23 to 3A via 6 to 2A to 4 bypasses modems 5, 22) to 
initiate testing the operation of the modem in the computer ; initiating transmission of test data 
from the modem; receiving the transmission (Carnahan fig. 1 : 8A) from the modem (Carnahan 
fig. 1: 22) at the portable modem testing device (Carnahan fig. 1: 5, 3B, 2A, 4); and verifying the 
transmission (inherent to verify transmission when testing a modem). 

18. Carnahan teaches a modem testing device (Carnahan fig. 1: 5, 3B, 2A, 4) but does not 
teach a portable modem testing device. 

19. It is common knowledge to make things portable. 

20. It would have been obvious to one skilled in the art at the time of the invention to modify 
make the elements portable. 
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2 1 . One would be motivated to do so since it has been held that to make something portable 
requires routine skill in the art. 

22. Carnahan does not teach to initiate testing the operation of the modem in the computer 
and to initiate transmission of test data from the modera It is common knowledge to send _a 
signal from the portable modem testing device to the computer via the alternate communication 
link to initiate testing the operation of the modem in the computer and initiate transmission of 
test data from the modem. 

23. It would have been obvious to one skilled in the art at the time of the invention to modify 
Carnahan to have a secondary communication link to initiate transmission of test data from the 
primary communication link. 

24. One would be motivated to do so since it would be advantages to have backup 
communication routes if a primary communication route fails or is clogged with traffic. 

25. It is also common knowledge to test modems. 

26. It would also have been obvious to one skilled in the art at the time of the invention to 
modify Carnahan to test the modem. 

27. One would be motivated to do so in order to know that one has a modem that functions. 

28. As per claim 8, Carnahan teaches a method of testing the operation of a modem in a 
computer using a portabl e modem testing device, the method comprising: coupling the modem in 
the computer (Carnahan fig. 1: 22, 23, 24) to the portabl e modem testing device (Carnahan fig. 1: 
5, 3B, 2A, 4); coupling the computer (Carnahan fig. 1: 24) to the modem testing device 
(Carnahan fig. 1: 5, 3B, 2A, 4) via an alternate communication link that bypasses the modem 
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(Caraahan fig. 1 : connection 7 bypasses modem 22) ; sending a signal to a computer via the 
alternate communication link to initialize the modem in the computer ( Carnahan fig. 1: 2B sends 
a signal via 7 and 23 to 24); initiating transmitting of test data from the portabl e modem testing 
device (Carnahan fig. 1 : 2B sends a signal - during testing, this would be a test signal); receiving 
the transmission from the portabl e modem testing device at the modem in the computer 
(Carnahan fig. 1: 2B sends a signal to modem in the computer 22, 23, 24 via 5 and 8B); and 
verifying the transmission (inherent to verify transmission when testing a modem); transmitting 
test data from the modem (Carnahan fig. 1: 22, 23, 24 send signals - during testing, these would 
be test signals ) to the modem testing device (Carnahan fig. 1: 2B); verifying the test data 
(inherent to verify test data when testing). 

29. As per claim 1 1 , Carnahan teaches a method of testing the operation of a modem in a 
computer using a portabl e modem testing device, the method comprising: coupling the modem in 
the computer to the portabl e modem testing device; coupling the computer to the modem testing 
device via an alternate communication link; initiating transmission of test data from the modem 
by sending a signal from the modem testing device over the alternate communication link ; 
receiving the transmission from the modem at the portabl e modem testing device; verifying the 
transmission; initiating transmission of test data from the portabl e modem testing device; 
receiving the transmission from the portabl e modem testing device at the modem; and verifying 
the transmission (discussed above with Carnahan with claims 1, 5 and 8). 
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30. As per claim 12, Carnahan does not teach RJ1 1 jack. It is common knowledge to have a 
RJ1 1 jack. It would have been obvious to one skilled in the art at the time of the invention to 
modify Carnahan to teach a RJ1 1 jack since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended use as a 
matter of obvious design choice. In re Leshin, 125 USPQ 416. 

31. As per claims 13-16, 19, 22 and 23, Carnahan teaches memory, storing test data and 
software in the memory, microprocessor with the computer 24 as well as 4, 2A and 2B since 
computers function by running software programs from memory and storing data in memory and 
they have microprocessors. It is inherent to store test data in memory, if not permanently, at 
least for the purpose of determining whether a communication channel exists. When testing, the 
microprocessor would be involved in determining the validity of the test. 

Allowable Subject Matter 

32. Claims 17, 18, 20, 21 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. The following is a statement of reasons for the indication of 
allowable subject matter: The art of record does not suggest the respective claim combinations 
together and nor would the respective claim combinations be obvious with the following 
underlined portions : 
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33. As per claim 17, verifying the transmission further comprises: receiving a second 
transmission of the test data via the alternate communication link; and comparing the 
transmission of the test data with the second transmission of the test data 

34. As per claim 18, verifying the test data comprises: comparing the test data received from 
the modem with the test data transmitted by the modem testing device. 

35. As per claim 20, verifying the transmission from the modem testing device comprises 
comparing the transmitted test data with a known data set. 

36. Claim 21 depends on claim 20. 



37. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pankaj Kumar whose telephone number is (703) 305-0194. The 
examiner can normally be reached on Mon, Tues, Wed and Thurs after 8AM to after 6:30PM. 

38. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mohammad H. Ghayour can be reached on (703) 306-3034. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9314. 

39. Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-4700. 



Conclusion 




